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Application No. 

09/613,707 
Examiner 



MISOOK YU, Ph.D. 



Applicant(s) 
LANARI ET AL. 



Art Unit 
1642 



~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' ^S^^St^^ available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

" !! wn K tr ™ t y ^^r^Z iS t SS than thirty (30) dayS ' 3 reply within the slatutor y minimum of mirt y < 30 > d ays will be considered timely 

" mSb^^^^^pS^^ ^T Um Peri ° d aPP ' y and Wl " 6Xpire S,X < 6) M0NTHS from ^ maiIin 9 date of communication 

- Failure o reply within the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35USC 5133) 

Status 

1 )S Responsive to communication(s) filed on 18 September 2002 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) E3 Claim(s) 5,7,8 and 11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) Sand 11 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)QAII b)D Some*c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attach ment(s) 

1)D Notice of References Cited (PTO-892) 4)Q interview Summary (PTO-41 3) Paper No(s). 

2 U Not.ce of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informai Patent Application (PTO-I^T ' 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office ' ■ 

PTO-326 (Rev. 04-01) office Action Summaiy 



Part of Paper No. 15 
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The Examiner of your application in the USPTO has changed. To aid in correlating 
any papers for this application, all further correspondence regarding this application 
should be directed to Examiner Misook Yu. 

DETAILED ACTION 

Claims 5, 7, 8, and 1 1 are pending and examined on merits. This examiner 

notes that applicants request waive of election. However the restriction requirement set 

forth in the Office Action (Paper No. 7) and maintained in the Office Action (Paper No. 

10) remain in effect for the reasons set forth in the previous two Office Actions. 



Specification Objection-Maintained 

Objection to the specification is maintained. Even though applicants have 
amended the specification to include the accession number, the place and date of 
where the cell line has been deposited, the instant application does not provide the 
appropriate evidence of satisfying the deposit of the cell line for the enforceable life of 
the patent. In addition to the conditions under the Budapest Treaty, applicant is 
required to satisfy that all restrictions imposed by the depositor on the 
availability to the public of the deposited material will be irrevocably removed 
upon the granting of a patent in U.S. patent applications. Applicant's provision of 
these assurances would obviate this objection. 

Claim Rejections - 35 USC § 103 

Claims 5 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dran, etal., (1995). 

Applicants argue the amended claims are not obvious over Dran, et al., because 
the claims now recite the specific cell line but this argument is not persuasive because 
the claims are not limited to MC7-L1 cell line (ATCC#PTA-890) but is interpreted as 
broadly drawn to "a mouse mammary adenocarcinoma cell line derived from a murine 
progestin-independent C7-H1 and MC7-L1 cell line (ATCC#PTA-890) is a species 
within the genus claim. As stated before in the previous Office Action (paper No. 13), 
Dran teaches the use of primary cultures and not cell lines as in' the instant application. 
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Primary cultures cease dividing, which is the opposite of cell lines that divide infinitely. 
However, since Dran, et al. set forth murine mammary adenocarcinoma cell lines with 
estrogen and progesterone receptors, derived from progestin-independent and 
progestin-dependent tumors (p. 174, col. 2). Dran, et al, further disclose a method of 
testing the activity of hormones and anti-hormones on the cell lines by quantifying cell 
proliferation using 3H-thymidine and/or autoradiography and immunocytochemistry. It 
would have been obvious to one of ordinary skill in the art to use a cell line instead of a 
primary culture to study the in vitro effects of hormones on the cell line. 

New Grounds of Rejections 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 1 recites "a MC7-L1 cell line (ATCC#PTA-890) but it is not clear what the 
metes and bounds are for the limitation. If MC7-L1 cell line refers to a specific cell line, 
dropping the indefinite article "a" would obviate this rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MISOOK YU, Ph.D. whose telephone number is 703- 
308-2454. The examiner can normally be reached on 8 A.M. to 5:30 P.M., every other 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony C Caputa can be reached on 703-308-3995. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
305-3014 for regular communications and 703-872-9307 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 



Misook Yu 
December 2, 2002 
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